THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
written for publication in a law journal and (2) is not binding
precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte BERNARD LE MOUEL, FRANCO S- XAVI ER
OLLIVIER, and JEAN- LUC PAMART

Appeal No. 1997-1982
Appl i cation No. 08/483, 886

ON BRI EF

Bef ore THOVAS, FLEM NG, and GROSS, Adninistrative Patent Judges.

GROSS, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 2, and 4 through 7, which are all of
the clains pending in this application.

Appel lants' invention relates to a device for optim zing
signal transm ssion performance in a systemfor transmtting

digital data on an optical link. The device controls a
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relati ve phase between two propagati on nodes according to a
bit error rate eval uated before error correction decodi ng.
Claimlis illustrative of the clainmed invention, and it reads

as foll ows:

1. A signal transm ssion performance optim zation
device in a systemfor transmtting digital data, especially
on an optical |ink, wherein an optical carrier propagates

according to two propagation nodes, conprising:
a send end unit,
a receive end unit,

an error correcting decoder localized in said receive end
unit, and cooperating with an error correcting coder |ocalized
in said send end unit,

means for evaluating a bit error rate at said receive end
unit before error correcting decoding; and

control neans for controlling a relative phase between
two propagation nodes transmtted via said optical link for at
| east one of said send end unit and said receive end unit
according to an evaluated bit error rate and according to an
error correcting code enployed in said error correcting coder
wherein said rel ati ve phase between said two propagati on nodes
is continuously optimzed to prevent the bit error rate at an
out put of said error correcting decoder from exceeding a
maxi mum bit error rate specified for said system

The prior art reference of record relied upon by the

examner in rejecting the appealed clains is:?

! W& note that the exanminer lists LaRosa, U S. Patent No. 5, 323,421,
Harmon, U.S. Patent No. 4,328,581, and Fukasawa, European Patent Application
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Hei chl er 4, 932, 029 Jun. 05,
1990

Clainms 1, 2, and 4 through 7 stand rejected under 35
U S.C. §8 103 as being unpatentabl e over Heichler.

Ref erence is nade to the Exam ner's Answer (Paper No. 24,
mai | ed Cct ober 15, 1996) for the exam ner's conplete reasoning
in support of the rejection, and to appellants' Brief (Paper
No. 23, filed July 1, 1996) and Reply Brief (Paper No. 25,
filed Decenber 16, 1996) for appellants' argunents
t her eagai nst .

OPI NI ON

We have carefully considered the clainms, the applied
prior art reference, and the respective positions articul ated
by appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clainms 1,

2, and 4 through 7.2

No. 0188271, in the prior art section of the Answer. On page 2 of the Answer,
the exam ner withdraws all rejections based upon Harnon and LaRosa. Further

t he exam ner has not applied Fukasawa agai nst any of the clains on appeal.
Accordingly, we will not consider LaRosa, Harnon, or Fukasawa in deciding this
appeal .

2 W note in passing that in our careful review of claiml we found that
the use of the word "especially" in the second Iine may render claim1l
indefinite. W have interpreted the claimas being directed to transni ssion
on an optical link in view of the reference to an optical link in line 11 of
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Claim1, the only independent claim recites "[a] signal

transm ssion performance optim zation device ... conpri sing:

control neans for controlling a rel ative phase between two

propagation nodes transmtted via said optical |link for at

| east one of said send end unit and said receive end unit"
(underlining added for enphasis). Appellants argue (Brief,
page 7) that the clainmed invention is directed to optim zing
the transmtted signal whereas Heichler relates to optim zing
the recovered signal. 1In response, the exam ner asserts
(Answer, page 7) that the phrase "for at |east one of said
send end unit and said receive end unit" indicates that "the
| ocalization of the optim zation can be either the send or
receive end units."

To interpret the phrase as the exanm ner has, to nmean that
the control can be of either the transmtted or the received
signal, requires one to ignore both the specification and al so
other recitations in the claim The claimis clearly directed

to optim zing signals transmtted fromthe send unit, as is

the claim(as printed in the appendix to the Brief). As the exam ner has not
rai sed as an issue any indefiniteness in the claim we will refrain from
di scussing this any further.
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the entire disclosure. Although particular limtations from
the specification will not be read into the clains, (see

Loctite Corp. v. Utraseal Ltd ., 781 F.2d 861, 867, 228 USPQ

90, 93 (Fed. Cir. 1985)), it is proper to use the
specification to interpret a word or phrase in the claim See

E.1. du Pont de Nenpburs & Co. v. Phillips Petrol eum Co., 849

F.2d 1430, 1433, 7 USPQad 1129, 1132 (Fed. Gir. 1988);

Loctite, 781 F.2d at 867, 228 USPQ at 93. Reading the phrase
in light of the specification and the remainder of the claim
the skilled artisan would conclude that "for at |east one of
said send end unit and said receive end unit" nmerely refers to
the |l ocation of the control element and not to what unit is to
be controlled. Accordingly, appellants' argunent that

Hei chler relates only to optim zation of the recovered signal
is not irrelevant, as suggested by the exam ner (Answer, page
7).

The exam ner alternatively argues (Answer, pages 7-8)
that it would have been obvious "to nodify Heichler to include
an optimzing neans in the send end unit because one of
ordinary skill ... would have wanted to further inprove upon
the quality of communication by not only inproving the
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reception end of the comrunication but also the transm ssion
end of the data flow. " However, Heichler includes no
suggestion for such a nodification, and in fact limts his
invention to the reception unit by stating (colum 5, lines 7-
15) that although the two data streans i nherently have
interference, the phase anbiguity to be corrected "is
associated wth the carrier recovery in the denodul ator"” and
is caused by the process of denodul ation. Further, the
exam ner has failed to provide any references to suggest the
nodi fication. Accordingly, Heichler does not optimze
transm ssion performance, as required by claim 1.

The exam ner further contends (Answer, page 8) that
Hei chler's resolution of phase anbiguity between two signals,
QL and @@, equates to the clainmed control of a relative phase
between two transm tted propagati on nodes. However, signals
QL and @ are emtted by the denodul ator at the input side of
t he decoder and relate to nodul ati on techniques. On the other
hand, as indicated by appellants (Reply Brief, page 3),
"the propagation node is related to the electric and nmagnetic

field pattern of the transmtted signal,” and is different
fromthe nodul ati on techni ques. Thus, Heichler does not
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control a relative phase between two transmtted propagation
nodes, as recited in claim1l.

Lastly, the exam ner equates Heichler's conparisons of
error signals to a threshold value with the cl ai ned
mai nt enance of a bit error rate bel ow a maxi num val ue.
However, as pointed out by appellants (Reply Brief, page 5),
Heichler's differential netric of a convolution code signal
does not correspond to a bit error rate. Thus, Heichler's
production of error signals based on a conparison of the
differential netric with a threshold val ue does not neet the
cl ai mred mai ntenance of the bit error rate at the output of the
decoder below a nmaximum bit error rate specified for the
system

In view of the above-noted deficiencies of Heichler, the

exam ner has not established a prima facie case of

obvi ousness. Consequently, we cannot sustain the rejection of
claim1l1, nor any of its dependents, nanely clains 2 and 4

t hrough 7.
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CONCLUSI ON

The decision of the exam ner rejecting claim 1, 2, and 4
through 7 under 35 U.S.C. 8§ 103 is reversed.

REVERSED

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge

JAMES D. THOVAS )
Adm ni strative Patent Judge )
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